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Introduction

Upon receiving a federal trademark or service mark registration from the United States
Patent and Trademark Office, mark owners should take steps to maintain these rights.
Separating the tasks into two categories helps organize the steps mark owners should undertake
to minimize loss of rightsin their marks. First, mark owners can minimize loss of rights in their
marks by properly maintaining the marks. Second, mark owners can prevent loss of rights in
their marks by monitoring third parties who attempt to use their marks or confusingly similar
variations of their marks.
Actions Mark Owners Can Take to Minimize Loss of Rights by Properly Maintaining the
Mark

To minimize loss of their trademark and service mark rights, mark owners should
continuously use their marks and maintain adequate quality control of the goods or services
provided by their licensees. In addition, mark owners who wish to acquire a mark from a third
party should make sure the assignment transfers the mark along with its goodwill. Mark owners

should use their marks as source indicators, maintain a continuous commercial impression by

minimizing format changes, and maintain a similar style or quality of goods or services sold



under their marks. Mark owners should also take steps to satisfy the PTO’s requirements for
maintaining their registrations.
Avoid “non-use” and interrupted use of the mark

To obtain a federa registration, applicants must use their marks in commerce in
connection with all of the items recited in the application." To maintain the federal registration,
mark owners must continue commercial use of their marks. For trademarks, this requires
continued placement of the mark in or on the goods, containers, or documents associated with
the recited goods.? For service marks, this requires continued use or display of the mark in
selling or advertising the recited services.® If mark owners fail to maintain use of their marks in
the United States for a sufficient period of time and intend not to resume usage, abandonment
may result from “non-use.”* The reasonableness of the length of non-use depends on the
industry and the circumstances encompassing use of the mark.> Lack of use for more than three
years s prima facie evidence of abandonment.®

If usage of a mark is interrupted and the mark is subsequently deemed abandoned, the
mark owner cannot revive the origina rightsin the mark following the non-use period.” In other
words, where a period of non-use results in abandonment, subsequent use of the mark cannot
revive the original rights in the mark.2 The subsequent use “represents a new and separate use
with anew date of first use.”®

Courts, however, are generally reluctant to find abandonment after non-use if objective
evidence suggests that use of the mark will resume. Modern cases shift from the owners
subjective intent to an objective examination of the evidence of intent to resume use.’® Courts
examine “the totality of objective evidence of intent to resume use, not simply the intent of the

registered trademark owner.”** Therefore, any valid intent to resume use within a reasonable



time becomes relevant in determining whether a mark has been abandoned.*® In EH Yacht v.
Egg Harbor,™ the court determined that a creditor’s intention to resume commercial trademark
usage within a reasonable time was relevant evidence of intent to resume use of the mark. The
creditor’s conduct became relevant from the day after the mark owner stopped production due to
bankruptcy until athird party purchased the mark owner's assets.** The court held that the mark
was not abandoned.
Avoid uncontrolled licensing of the mark

Mark owners should take steps to ensure that the quality of any goods or services
provided by their licensees is representative of the goods or services recited in the owners
registration.” Uncontrolled or “naked” licensing results when the mark owner (i.e., the licensor)
fails to adequately control the quality of its licensees goods or services.® Where a licensee
changes the quality of goods or services connected to usage of the licensor’'s mark and the
licensor fails to exercise adequate quality control over the licensee's actions, the mark may cease
functioning as a symbol of quality and representing a single, controlled source.*” Consequently,
the mark owner may unintentionally cause the mark to be abandoned and become prevented
from asserting rightsin the mark.'®

The amount of control that mark owners are required to undertake to adequately maintain
quality control over their licensees varies with the market and the business type.’® Possible
methods mark owners may use to retain quality control include relying on the licensees,
undertaking direct supervisory control, involving third party oversight, and requiring contractual
provisions regarding quality control .
In Barcamerica v. Tyfield, a trademark owner granted its licensee the non-exclusive right

to use its mark but included no quality control provision in the license agreement.”* No evidence



suggested the mark owner was familiar with or relied upon its licensee’s efforts to control the
quality of the wine the licensee produced under its mark.?? Since the terms of the license and the
manner in which they were carried out resulted in naked licensing, the court estopped the mark
owner from asserting any rightsin its mark.?®

Avoid receiving a mark via assignment without goodwill

A party who wishes to acquire a mark from a third party via an assignment should make
sure the assignment transfers the mark along with the goodwill associated with the mark.?* The
goodwill of a mark symbolizes the specific nature and quality of goods or services connected
with the mark.”®> A sale of mark rights apart from the goodwill symbolized by the mark is known
as an “assignment in gross’.?® An assignment in gross is invalid and passes no rights to the
purported assignee.”” If the assignee enters into an invalid assignment, the assignee (i.e., the
subsequent mark owner) can only rely on its own date of first use for priority purposes and not
back to the assignor’s date of first use.?® The inability to rely on the assignor’s priority date may
affect the assignee's ability to challenge third party usage of the mark.?

Once the assignee receives the mark and goodwill, the assignee must maintain the mark’s
goodwill by continuing to use the mark as used by the prior owner.*® To sustain continuous use,
the assignee can only use the assigned mark in connection with goods or services of a similar
nature and quality as those sold by the prior owner under the mark.**

In Sugar Busters v. Brennan,* the court held that a service mark purchased by the
assignee was invalid because the goodwill was not transferred with the mark. The court also
concluded that the assignee failed to maintain the mark’s goodwill because the assignee did not
provide a service substantially similar to the assignor's service®* The court noted that the

“transfer of goodwill requires only that the services be sufficiently similar to prevent consumers



of the service offered under the mark from being misled from established associations with the
mark.”® The mark was held invalid, and the assignee was prevented from bringing an
infringement claim against a third party.
Avoid generic use of the mark

Trademark and service mark owners should properly use their marks as source indicators
for the specific products or services recited in their registration. Mark owners should not use
their marks as generic names such as noun forms of the mark and adjectives that refer to the
category or class of goods or services.® If the mark owner improperly uses its mark in a generic
manner, the consuming public may also describe the product or service in thisform. Eventualy,
the mark may become the generic name for the goods or services recited in the registration, and
the mark may be deemed abandoned.*®
Avoid substantially changing the format of the mark

Trademark and service mark owners may change the format of their marks but must not
substantially change the format.>” Where material modifications to the mark occur, the mark
owner may be prevented from claiming priority of use from the earlier form of the mark because
the newer mark may form a different commercial impression than the earlier mark.® If the
modifications are sufficiently material, the owner may be prevented from “tacking” or claiming
priority from the earlier mark, and the earlier mark may be deemed abandoned.* In contrast,
where a continuous commercial impression is maintained with a format change in the mark,
priority can be dated to the earlier mark and abandonment can be avoided.*® Also, substantial
format changes in the mark may affect a mark owner’s ability to meet the PTO requirement of

continued use of the mark.**



In Brookfield v. West Coast, the court found that the marks “The Movie Buff's Movie
Store” and “moviebuff.com” were different “in that the latter contains three fewer words, drops
the possessive, omits a space, and adds “.com” to the end.”* Because the owner could not show
that consumers view the marks as identical, the owner could not tack its priority in “The Movie
Buff's Movie Store” onto “moviebuff.com.”
Avoid substantially changing the type, quality, or style of goods or services sold under the
mark

Although trademark and service mark owners can make minor changes to the goods or
services sold under their marks, substantial changes in the quality or type of goods or services
sold under a mark may result in abandonment.”* Mark owners cannot broaden the scope of their
rights to include substantially changed goods or services where these goods or services were not
initially recited in the registration.** Trademarks and service marks symbolize a certain quality
and type of goods and services. If the quality or type of goods or services changes substantially,
abandonment may result as the mark may cease to represent a certain type or quality level.*
Minor changesin the type of goods or services, the quality level, or the style of goods or services
generally do not result in abandonment.*® Mark owners may amend their registrations to clarify
or limit the goods or services recited in their registrations to reflect minor changes, but
substantial changes may affect the mark owner’s ability to meet the PTO’s requirements for
continued use of the mark.*’

In Ralston v. On-Cor, a change in Ralston’s cat food formulation did not constitute
trademark abandonment.”® The mark owner changed its formulation from dry cat food to cat
food having adry gravy coating.* The new cat food was served dry, or the consumer could add

water to the cat food to make gravy with the cat food.>® The Federal Circuit held that “the



inherent and identifiable character of the goods remain the same” and concluded that the change
did not result in abandonment.>
Avoid failure to satisfy requirements of the PTO

Federally registered trademark and service mark owners need to timely file certain papers
with the PTO to maintain their registrations. Mark owners need to make sure they undertake
proper usage of their marks so they will be able to comply with the PTO’ s filing requirements.

After the end of the fifth year but before the end of the sixth year following registration,
the registered mark owner must file a § 8 affidavit.>® In the § 8 affidavit, mark owners must state
that they are using the mark for the exact goods or services recited in the registration to prevent
the PTO from refusing the affidavit as representing use for different goods or services.>
Whether the PTO will accept a 8§ 8 affidavit for a mark which has changed format depends on the
degree of change.® Where non-use has occurred and the owner wants to avoid cancellation of
the registration for non-use, the § 8 affidavit must show special circumstances that excuse non-
use and lack of intent to abandon the mark.>

If amark has been in continuous use in commerce for at least five consecutive years, a 8
15 affidavit of incontestability may be filed.®® Registered mark owners may elect to file a § 15
affidavit to take advantage of the benefits of incontestability which include conclusive evidence
of the registered mark’ s validity and the registrant’s ownership of the mark.”’

Registered mark owners need to renew their registrations by filing a 8 9 renewal during
the one-year period prior to the registration’s expiration.® A mark owner only needsto include a
list of the goods or services which are being used in the 8 9 renewal if the renewal application is
intended to cover less than all the goods or services recited in the registration.”® A § 9 renewal

cannot list goods or services that are not listed in the registration.®



Actionsa Mark Owner Can Taketo Prevent L oss of Rights by Stopping Third Party Usage
To minimize loss of rightsin their federally registered trademarks or service marks, mark

owners should monitor third parties who attempt to use their marks or confusingly similar

variations of their marks.

Monitor third party applications within the PTO

Mark owners should search for applications which are pending within the PTO that
potentially infringe or conflict with their marks. The PTO’s Official Trademark Gazette can aid
a mark owner in searching for such pending applications. The weekly Official Trademark
Gazette publishes a list of marks that have been approved by the PTO for publication, the goods
or services recited in the application, and the date of alleged first use for use-based
applications.®® Mark owners may also retain search firms to monitor published applications and
aert mark owners of potentialy conflicting marks.® When a potentialy conflicting mark is
discovered through this monitoring process, the mark owner may wish to take action to prevent
registration of the potentially conflicting mark because unconsented uses progressively weaken
the mark’s strength.®®

One option available to the registered mark owner who discovers a pending application
for a conflicting mark is to send a cease and desist |etter to the applicant requesting the applicant
to abandon its application and move to another non-confusing mark.

Another option for the registered mark owner is to initiate an opposition proceeding
before the Trademark Trial and Appea Board (T.T.A.B.) within the PTO to try to prevent the
application from maturing into a registration.** To oppose the third party application, a notice of
opposition must be filed within thirty days, subject to extension, from the date of the mark’s

publication in the Officid Gazette® To file a notice of opposition, the owner must have



standing and valid grounds to oppose the third party application.®® To succeed in the opposition
proceeding, the mark owner “bears the burden of establishing that the applicant does not have the
right to register its mark.”®” If the mark owner chooses not to oppose the third party application,
the application will mature into aregistration.
Seek to cancel conflicting subsequent registrations

Where a prior mark owner learns that a potentially conflicting mark has been registered
with the PTO, the prior owner may wish to send a cease and desist letter to the owner of the
subsequent registration requesting that it stop using the subsequently registered mark. The prior
owner may also bring a cancellation proceeding before the T.T.A.B.®® To do so, the mark owner
must have standing and valid grounds for canceling the third party registration.*® To prevail, the
prior mark owner must overcome any presumptions that arise from having a federal registration
such as the validity of the registration.”” The grounds for cancellation that are available to the
prior owner depend on the number of years the subsequent mark has been registered on the
Principal Register.”* Marks that have been registered for less than five years on the Principal
Register may be challenged on any ground that could have initially prevented the mark from
being regi stered.EI After five years of registration on the Principal Register, a petition to cancel
will only be approved on limited grounds, such as the registered mark being generic, functional,
or abandoned.”
Monitor third party usage of the mark

Mark owners may wish to take action against third parties who use their mark without
consent or in a confusingly similar way.”* Failure to police infringers can lead to loss of the
mark owner’s rights as unconsented uses progressively weaken the mark’s strength and may

cause the mark to become generic and abandoned.” After learning of the unconsented use, the



mark owner may choose to send a cease and desist request to the third party user or bring an
infringement action against the third party user.

In Hermes v. Lederer, atrademark owner knew that third parties were selling copies of its
handbags in 1979 and 1989 but did not bring suit until completion of its investigation in 1998
into whether these third parties were infringing.”® The court found the mark owner’s designs
continued to indicate their source and that the mark owner vigorously pursued other
manufacturers of knockoff goods despite the delay in acting upon this infringement.”” Therefore,
the court held that the mark owner’s designs were neither generic nor abandoned.”

Monitor improper generic uses of the mark by third parties

Improper third party usage of the registered owner’'s trademark or service mark in a
generic manner can lead to abandonment.”” Unfortunately, mark owners have little recourse
against third parties who use their marks in a generic sense in books, magazines, newspapers, or
other media, and the Lanham Act offers no remedies against such non-commercia generic use.*
One option mark owners can take in this situation is to send a letter to the media requesting that
the third party not use the mark in a generic sense and providing instructions regarding proper
word choice to be used in referencing the mark.®* A letter from the mark owner to a newspaper
that uses the owner’s mark in a generic senseis relevant evidence of mark status.®?

Conclusion

Upon recelving a federa trademark or service mark registration, mark owners should

take steps to protect their marks. By familiarizing themselves with the items detailed above,

mark owners can help to prevent loss of thelr rights.
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